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WALTZ, Adnministrative Patent Judge.

DECI SI ON ON APPEAL
This is an appeal under 35 U.S.C. § 134 fromthe
examner’s refusal to allow clains 1 through 3 and 5 through
15 as anended subsequent to the final rejection (see the
anendnent dated Sep. 23, 1996, Paper No. 16, entered as per

the Advisory Action dated Cct. 10, 1996, Paper No. 19).
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Clainms 1-3 and 5-15 are the only clains pending in this
appl i cation.

According to appellants, the invention is directed to a
met hod for treating an organic industrial waste to degrade the
waste by grow ng m croorganisns on site in a disposabl e bag
supported in a containment unit (Brief, page 2). A copy of
illustrative claiml is attached as an Appendix to this
deci si on.

The exam ner has relied upon the follow ng references as

evi dence of obvi ousness:

St one 4,058, 213 Nov. 15, 1977
Knowl t on 4,385,121 May 24, 1983
Clarke et al. (d arke) 4,415, 085 Nov. 15, 1983
Graves et al. (Gaves) 4,786, 192 Nov. 22, 1988
Dyadechko et al. (Dyadechko) 4,822,490 Apr. 18, 1989
Hof f man 4,994, 391 Feb. 19, 1991
Mogna et al. (Mogna) WO 90/ 02167 Mar. 8, 1990

(Published International Application)

Claims 1-3, 5 and 7-14 stand rejected under 35 U S.C. 8§
103 as unpatentabl e over Hoffman in view of Dyadechko, Stone,
Mogna, C arke and Graves (Answer, page 4). Cains 6 and 15
stand rejected under 35 U.S.C. 8 103 as unpatentable over the

references applied against clains 1-3, 5 and 7-14 further in
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view of Knowl ton (Answer, page 7).! W have carefully
consi dered the opposing argunments in appellants’ Brief and the
exam ner’s Answer.? W reverse both of the examner’s
rejections for reasons which foll ow
OPI NI ON

The exam ner finds that the *“Background” section of
Hof f mann “di scl oses a nethod of treating organic industrial
waste which is substantially the sane as that instantly
clainmed.” (Answer, page 4). The exam ner further finds that
one enbodi nent of the reference “involves transporting the
bacteria in lyophilized formwherein the nedi a/ bacteria are
reconstituted at the site of treating (See colum 2, lines 1-

15).” (1d.). The exam ner states that the use of freeze-

The provisional final rejections of clains 1-3, 5 and 7-
14 under 8 103 over S.N. 07/834,771 in view of Dyadechko and
clainms 6 and 15 under 8 103 over S.N. 07/834,771 in view of
Dyadechko and Know t on have been wi thdrawn in view of the
anmendnent subsequent to the final rejection (see the Final
Rejection dated July 11, 1996, Paper No. 15, pages 3-5, and
the Advisory Action dated Oct. 10, 1996, Paper No. 19).

W& have al so considered the record in rel ated grandparent
application 07/834,771, including the Decision of a nerits
panel of the Board of Patent Appeals & Interferences dated
June 24, 1998, Paper No. 19, affirmng the exam ner’s
rejection of clainms 1 through 37 under 35 U.S.C. § 103.
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dried m croorgani sns “overconmes the shortcomngs of a culture
of m croorgani sms which are transported fromthe manufacture
to the area of use in a liquid nmedium (See colum 1, |ine 60
to colum 2, line 3).” (Answer, page 9).

We do not agree that Hoffrmann di scl oses or suggests
“substantially the sane” nethod as recited by the clained
subject matter. Hof fmann does not disclose or suggest that
the use of freeze-dried m croorgani sns “overcones the
shortcom ngs” of transporting a liquid nedium (see col. 1, |I.
60-68). Hoffmann nerely discl oses freeze-drying or
| yophi l'i zi ng as anot her techni que presently used for
preserving the activity of bacteria (col. 1, |. 68-col. 2, I.
3). Furthernore, Hoffmann does not disclose or teach
transporting bacteria in |yophilized formwherein the bacteria
are reconstituted at the treatnent site (see the Answer, page
4). Hoffrmann only discloses that a drawback of freeze-drying
bacteria is that the “freeze-dried bacteria need to be
rehydrated prior to achieving optimal activity.” (Col. 2, II.
13-15). Hoffmann is silent as to where the rehydration

occurs. “Were the | egal conclusion [of obviousness] is not
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supported by facts it cannot stand.” In re Warner, 379 F.2d
1011, 1017, 154 USPQ 173, 178 (CCPA 1967).

Addi tionally, Hoffrman does not disclose or suggest the
clainmed limtation that the dried cells of a m croorgani smare
adm xed with a dried gromh nmedium Accordingly, the exam ner
has failed to identify any reason or suggestion as to why one
of ordinary skill in the art would have used the growth nedi um
of Dyadechko with the freeze-dried bacteria of Hoffman. 1In re
Denbi czak, 175 F.3d 994, 999, 50 USPQd 1614, 1617 (Fed. Cr
1999) (A showi ng of a reason, suggestion or notivation nust be
clear and particular). The remaining secondary references
applied by the exam ner do not overcone the deficiencies of
t he references di scussed above.

For the foregoing reasons, we determ ne that the exam ner
has not net the initial burden of establishing a prima facie
case of obviousness. See In re Cetiker, 977 F.2d 1443, 1445,
24 USPQ2d 1443, 1444 (Fed. Cir. 1992). Accordingly, the
exam ner’s rejections of the clains on appeal are reversed.

The decision of the examiner is reversed.

REVERSED
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No period for taking any subsequent action in connection
with this appeal nay be extended under 37 CFR § 1.136(a).

REVERSED

CATHERI NE TI MM
Adm ni strative Patent Judge

BRADLEY R. GARRI S )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
THOVAS A. WALTZ ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)
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APPENDI X

1. A method for treating an organic industrial waste to
degrade the waste, which conprises:

(a) providing dried cells of a mcroorganismwhich is
anaer obi ¢ and can degrade the waste adm xed with a dried
growt h medium for the m croorgani smcontaining an al kali neta
nitrate in an anmount between about 15 and 45 percent by wei ght
of the growth nediumin a sealed container with folds which
col | apses the container for shipnent of nultiple containers in
a single box and with a cl oseabl e opening on the contai ner,
wherein the folds are horizontally opposite each ot her

(b) shipping the coll apsed container near a site where
the mcroorganismis to be introduced into the waste;

(c) providing the collapsed container in a contai nment
means so that the folds are bel ow the cl oseabl e openi ng and
the folds engage the contai nment neans as the container is
filled;

(d) filling the container through the opening with water
so as to unfold the container and to forma liquid growth
medium fromthe dried growth nedium adm xed with the
m croor gani sm

(e) holding the mcroorganismin the liquid growth nedi um
in the container for a period of time of up to about 32 hours
and at a tenperature so that the mcroorgani sns grow and
increase in cell nunmber and wherein the alkali nmetal nitrate
and the m croorgani sminhibit any contam nant m croorgani Sns
inthe liquid growh nmedium and

(f) adding the mcroorganismalong with the liquid growh
mediumto the industrial waste in a treatnent plant, a |agoon,
a tank or a soil, wherein the waste is degraded.
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